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■REMARKS 



In Iresponse la the Office Action mailed January 26, 2004, Applicants respectfully ; request 

j : i; ; 

reconsideration base4 on the following remarks. Applicants respectfully submit that the remarks 



contained 



espectfuily'request that the rejections associated with the pending claims be withdrawn. 



Claims 1, 



herein place the instant application in condition for allowance and therefore, 



Patent 



3^20 



In the Office Action, claims 1, 3-12[ 1 8 and 20 were rejected under 35 U,S.C. §103(a) as 
being iinpatlentable oiyer U.S. Patent No. 6j259,405 to Stewart et al. ("Stewart") in view of U.S. 



No. 6,505,046 to Baker ("Baker") atnd U.S. Patent No. 6,545,596 to Moon ("Moon"). In 



addition, fclaims 13-1 : 7 were rejected undeij 35 U.S.C §l03(a) as being unpatentable overStewart 
in view of Moon. Also, the Office rejected' claim 19 under 35 U,S.C. §103(a) as being :; 
unpatentable over Stewart in view of Moon and U.S. Patent No. 5,852,775 to Hidary ("Hidary"). 
Applioanjts traverse the rejections as follows. i 

■ ! *' i 1 

Applicants stibmit that claims lan£ 13 are not obvious over Stewart, Baker and Moon 

j: * ! 

because none of the|e references, alone oij in combination, disclose, teach or suggest all the 

limitations set forth jin the claims. In addijtion, Applicants also respectfully submit that no 

j :; ! 

motivjation or suggestion exists, either in the, references themselves or in the knowledge generally 

i ■ 

availablej to one of Ordinary skill in the art, to modify the references or to combine the teachings 
of the references to arrive at the subject natter claimed in claims 1 and 13. 

A prima facie case of obviousness under 35 U.S.C § 103(a) requires, among other things, 

.■!.'!' . • • :: : 

that the;cited; references, when combined,! teach or suggest every element of the claim. See 



t "d i -mi 'on ■! 



HV91 =6 mil '911V 



MPEP 
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§2i42. Furth4!rmore, the teachings or suggestions must be found in the cited references 



and caita>'t : be based on the Applicants' disblotsure. See MPEP §§2143-2143.03. Applicants 
submit that tjhe Office has not established A prima facie case of obviousness because not all 

. | i: j 

demerits of jblaims 1 jand 13 are taught or suggested by the citedreferences alone or in ■ : 



combLriatijori,: 



I Stewart is directed to a geographic based communications service system that, upon 



! 'i ; 



teach, amprig other tilings, "sending one o: 



receipt! of jiiser identification and user location information, transmits the user identification arid 

I j !' . [ ' 

locatiojn information jto one or more service providers, See Stewart, col. 2; lines 40-59. However, 

I j j . >' , ! 

Applicants submit, as was stated on page 3 of the Office Action, that nowhere does Stewjart 



the plurality of user-specific advertisements to the, 



wireless communication device. . . over a communication network without transmitting-., the 

i: ! ■ ! \ 

location of ithe useri;therewith " as claimfed in claims 1 and 13, 

M- !; i . ,; 

Bak'eir is direbted to a network that processes a mobility origination message, derives the 

j ' I' 

subscriber' i location' and constructs a set of advertisements based on that location for a : 

1 i ? 1 • i 

subscmber at a particular time. See Bakerj col. 2;, lines 8-27, However, Applicants submit that 

j-j: ' 8 ! . : • 

nowhere ;ddes Bakeqlteach, among other things, "sending one of the plurality of user-specific 

I ' j • ! ' j : | 

adveniseithfehts to thife wireless communication device. . « over a communication network without 

! i ' i. ! • 

transmitting'. . . the location of the user therewith and the plurality of location-specific . 

j ! i [ I j 

advertis^m'erits to the wireless communication device... over a. communication network .without 

; i ' i j; 1 . ' ' ; 

imsmitiing. . . the identity of the user therewith" as claimed in claims 1 and 13. 

! ? \ i 

'i |. ; !, 

The Moon reference is also of no jaid to the Office in this regard. The Moon reference 

( j'* |; | [ t ';! 

involves aiji [advertising system that determines location information and presents an 
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advertisement based jon the location information. See Moon, col. 1; lines 31-38. However, like 

' ' 1' . ! 

j ■ ; . 1 'i 

Stewait and j Baker, njp where does Moon teach, among other things, "sending one of the plurality 
of user -specific advejrtisements to the wireless communication device, over a communication 
network Without transmitting.,, the locajtion of the user therewith " as claimed in claims 1 

] ' jj : 

and 13l. i ■ i ! I \ \ 



Moon 



Moon 
of the 
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Oh page 3 ofjthe Office Action, th£ 'Office states that Moon "teaches selecting user 

'lit* » • 

specific advertisements in a manner that would alleviate privacy concerns by incorporating 

j, ; ji [ 1 

anonymous^ association of users to audience information " See Moon, col. 4; lines 14-18|i The 1 



reference goe§ on to read that the disclosed invention protects the anonymity of the user by 



not transmitting the precise identity of the 



user. See Moon, coL 4; lines 18-25, However, the 



reference makes no mention of protecting user anonymity by not transmitting the location 



user, 



and thusj; Applicants submit thfett the Moon reference does not disclose, teach jor 



! ' 
suggest, among other things, "sending one of the plurality of user-specific advertisements to the 

wirele ss fcbbununicdtion device. . . over a communication network without transmitting* , . the 

i ; ■ ■ 

location jofj the userjl therewith " as claimed in claims 1 and 13'. j! 

hjvfiapt, the Moon reference teachejs away from not transmitting the location of the user, as 



claimed in iclaims 1 



jand 1 3 . For example 



in column 7, lines 1-15, the Mo,on reference describes 



a teleeorhmtimcatiohs system that not only determines the location of a telecommunications \ , 

■ !' ;: . i r : 

devicfe ofcaiiiscr, but also communicates the location information of the telecommunication 

ii ■ ! ; ; 

! ' i j. | , • ' 

device to! other deuces located throughout the communication network. See Moon; col.7; 



lines 



1-1;5.; Thus, Applicants submit that 



no! motivation or suggestion exists, either in the 



references ithemselvjes or in the knowledge generally available to one of ordinary skill in the art, 



i . 



9 "j \\nn 'on 



MP 6 mil - 3nv 



! ; ; 02-S0:(ss-ujljj) NOIlWdna . :aiSO , 296C9frZ:S!Na , 0J7-daX=13-OldSn:aAS , m6[^a ujajseg] L'JV lt^:ti:6 1r002/W3 IV OAOH , 8/Z 30Vd 

j i ' . ij ! : 1 *i 

;| |: . Attorney Docket t^lo. 00383 

| Serial No j 09/740373 

1 ! 

to modify jthe references or to combine the jteachings of the references to arrive at the subject 



matter Claimed in claims 1 and 1 3 



I ! 



•Therefore, Applicants respectfully submit that claims 1 and 13 are not obvious in iview of 

i • i 1 v , 1 ' , 



Stewart, Baker and Moon, taken alone or in combination, because not all elements of claims I 

' ! i: ! ! ! 

are taught or suggested by the cited! references and no motivation exists to modify-the 

j,! 1 )' ' i' ! 



and 13 

i j r 

•M 5 i ' ' ! ! . .. 

references or to combine the teachings of the references to arrive at the claimed subject matter. 

I | * : . jl i ' - ' 

In addition, jthe Hidary reference also doesjnot disclose, teach or suggest, among other things, the 

' ' : ' h 1 
above-mentioned features of claims 1 and il3 ( nor did the Office rely upon the Hidary reference to 

i 1 : i , is . j : ; 

teach sjuch features. [Thus, Applicants submit that claims 3-12, which depend from cjaimi:l : , and 

i ' ! » I 1 ! ' 1 1 



claims' 



141-20, which depend from claim 13, aire not obvious in view of the cited reference^ for; the 

. ! : i ; ' ::! 

same rjeasons stated hereinabove. (MPEP §2143.03 states that if an independent claim is hot 

'j j ' ; • ' [ I 

obvious under35 U.^.C. § 103(a), then an^ claim depending therefrom is not obvious over the 

i j ; j ; • i 

cited rkfereftces). Accordingly, Applicants respectfully request that the § 103(a) rejections . 

j ! ; ! ■ i! i ■ . : : 

associated Ayith claims 1 and 3-20 be withdrawn, 

i i:; ' s i . ;: 
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CONCLUSION 



I 



' ' i- ! 

Applicants respectfully request issuance of a Notice of Allowance for the pending Iclaims 

in this < pplication. Ifithe Examiner is of the opinion that the instant application is in condition 

for disposition other than allowance, the Examiner is respectfully requested to contact thejl 

undersigned representative at the telephone, number listed below in order that the Examiner's ■ 

'i 1 '!! I ' ii ! 

t : ! j i ■ !' . 

concerns inlay be expeditiously addressed. ; :; ; 
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KlRKPATllIpK & LjOCKHART LLP 

Henry AV.jOliVcr Bui|ding 

535 •Sikbjfijsld Street 

Pittsburgh; Pennsylvania 15222-2312 

' '. ' ' i' 

Telephone: (4J2) 35^-6292 
Facsimile|; (412) 35^-6501 
e-mail: ranUzzo@kl:'com 



Respectfully submitted, 
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